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1. Real Parties in Interest 

Privately held Starz Entertainment Group is the real party in interest of the 
above-identified application. Starz Entertainment Group is controlled by Liberty Media 
Corporation, a publicly-traded entity. 

2. Related Appeals and Interferences 

No other appeals or interferences are known that will directly affect, are directly 
affected by, or have a bearing on the Board decision in this appeal. 

3. Status of Claims 

Claims 1-21 are currently pending in the application. All pending claims stand 
rejected pursuant to a Final Office Action mailed June 8, 2005. The rejections of claims 1-21 are 
believed to be improper and are the subject of this appeal. A copy of the claims as rejected is 
attached as Appendix A. 

4. Status of Amendments 

The claims have been amended once in this case. More specifically, claim 19 was 
amended to correct an informality. The amendment was filed on March 7, 2005, in response to 
the Office Action mailed December 6, 2004. All other claims are original. This Appeal Brief is 
filed in response to the Office Action mailed on June 8, 2005. 

5. Summary of Claimed Subject Matter 

The invention generally relates to delivering and receiving a program using a near 
video on demand (NVOD) system including pre-storing a portion of a program at a user's 
location before the user selects the program. Application , page 4, lines 23-30. The embodiment 
of claim 1, relates to a method for receiving a program by a user location that is sent from a 
content provider. IcL at page 5, line 8 to page 8, line 16 and FIGs. 1-4. The method of this 
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embodiment includes recording at least a first segment of each of a first plurality of programs 
sent from the content provider before any user request for any of the first plurality of programs. 
Id at page 19, line 17 to page 20, line 24 and page 33, lines 8-12. A user request for one of the 
first plurality of programs can be detected IcL at page 17, lines 8-20 and page 33, lines 13-22. If 
the user request is not detected before a stagger period expires, a second segment of each of a 
second plurality of programs sent from the content provider can be recorded. Id. at page 19, line 
17 to page 20, line 24, and page 30, line 5 to page 34, line 15 and FIG. 21. If the user request is 
detected before the stagger period expires, the one of the first plurality of programs can be 
recorded. IcL at page 19, line 17 to page 20, line 24, and page 30, line 5 to page 34, line 15 and 
page 33, lines 23-28. 

The embodiment of claim 9 relates to a method for receiving a program by a user 
location that is sent from a remote provider. IcL at page 5, line 8 to page 8, line 16 and FIGs. 1-4. 
The method includes determining if any of a first segment of each of a plurality of programs sent 
from the content provider before any user request for any of the plurality of programs are not 
already stored. IcL at page 19, lines 32-33 and page 22, lines 14-16. Any first segment of each 
of the plurality of programs that are not already stored can be recorded. IdL at page 22, lines 14- 
16 and page 19, line 17 to page 20, line 24 and page 33, lines 8-12. The user request for one of 
the plurality of programs can be detected. Id. at page 17, lines 8-20 and page 33, lines 13-22. A 
second segment of the one of the plurality of programs can be recorded in response to the 
detecting step IcL at page 19, line 17 to page 20, line 24, and page 30, line 5 to page 34, line 15 
and page 33, line 23-28. 

The embodiment of claim 16 relates to a method for receiving a program by a 
user location that is sent from a remote provider. Id at page 5, line 8 to page 8, line 16 and 
FIGs. 1-4. The method includes recording at least a segment of each of a first plurality of 
programs sent from the content provider before any user request for any of the first plurality of 
programs. IcL at page 19, line 17 to page 20, line 24 and page 33, lines 8-12. A user request for 
one of the first plurality of programs can be detected. IcL at page 17, lines 8-20 and page 33, 
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lines 13-22. The one of the first plurality of programs can be recorded beyond a stagger period 
based upon the detecting step. IcL at page 19, line 17 to page 20, line 24, and page 30, line 5 to 
page 34, line 15 and page 33, line 23-28. 

The embodiment of claim 19 relates to a method for receiving a program by a 
user location that is sent from a content provider. IcL at page 5, line 8 to page 8, line 16 and 
FIGs. 1-4. The method includes recording a first segment of the program sent from the content 
provider before any user request for the program. Id. at page 19, line 17 to page 20, line 24 and 
page 33, p lines 8-12. A user request for the program can be detected. Id. at page 17, lines 8-20 
and page 33, lines 13-22. A second segment of the program can be recorded if the user request is 
detected before a period expires. Id at page 19, line 17 to page 20, line 24, and page 30, line 5 to 
page 34, line 15 and page 33, lines 23-28. The recording of the first segment can be 
discontinued if the user request is not detected before the period expires, wherein the period is 
less than a duration of the program. IcL at page 30, line 5 - page 34, line 15 

6. Grounds of Rejection Presented for Review 

Claim 19 stands rejected under 35 U.S.C. §112, first paragraph, as failing to 
comply with the enablement requirement. More specifically, the Office Action cites the claim 
element reciting "discontinuing the recording of the first segment if the user request is not 
detected before a period expires, wherein the period is less than a duration of the program" as not 
being described. 

Claims 1-21 stand rejected under 35 U.S.C. §102(e) as being anticipated by cited 
portions of U.S. Patent No. 6,701,528 of Arsenault et al. (hereinafter "Arsenault"). 
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7. Argument 

A. Whether an enabling disclosure is provide din the detailed description to support claim 19. 

The final Office Action rejected claim 19 under 35 U.S.C. §112, first paragraph, 
as failing to comply with the enablement requirement. More specifically, the Office Action cites 
as not being described the claim element reciting "discontinuing the recording of the first 
segment if the user request is not detected before a period expires, wherein the period is less than 
a duration of the program." The Applicants respectfully argue that the detailed description of the 
pending application does in fact provide an enabling disclosure of the claimed subject matter. 

Among possible other locations, this element is described in the detailed 
description of the Application on page 19, line 17 - page 20, line 24 describing saving an initial 
segment equal to the stagger time between program start times (i.e., less than the duration of the 
program) prior to a user selection, page 17, lines 8-20 describing ways in which a user may 
request or select content, and page 30, line 5 - page 34, line 15 describing discontinuing the 
recording of a first segment (i.e., the unselected channels) when the channel is not selected by 
the end of the first segment. More specifically the selected channel and only the selected 
channel is recorded beyond the first segment. Therefore, recording of the channels that are not 
selected is discontinued. 

B. Whether the priority date of the present application renders Arsenault ineffective as prior art 
against the pending claims. 

The final Office Action rejected claims 1-21 under 35 U.S.C. § 102(e) as being 
anticipated by Arsenault. As argued previously, Applicants believe Arsenault is not prior art as 
it was filed January 26, 2000. Provisional Patent No. 60/163,324 (the "Parent Application"), 
filed on November 3, 1999, is in the priority claim for the present application. 
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Among possible other locations, the claims are supported in the Parent 
Application on page 11, line 23 through page 13, line 19; and in Figures 9 and 10. In fact, this 
section very closely matches portions of the Application cited above in support of the claimed 
subject matter. For example, the description in the Parent Application beginning on page 1 1 at 
line 23 discloses recording initial segments of a program available on different channels. Parent 
A pplication , page 12, lines 3-1 1 and lines 18-26. The segments size is about equal to the stagger 
time between program start times on the different channels. Id. at page 12, lines 3-26. These 
segments are recorded before input from the user. Id at page 12, lines 18-26 and Fig. 10. Once 
user input selecting one of the channels is detected, the selected program is recorded beyond the 
first segment. Id. at page 12, lines 18-26 and Fig. 10. Therefore, Applicants maintain that the 
subject matter of the claims is in fact disclosed in the Parent Application that predates Arsenault. 
As such, Arsenault cannot be prior art against the pending claims. 

8. Conclusion 

Please deduct the requisite fee, pursuant to 37 C.F.R. §1.1 7(c), of $500.00 from 
deposit account 20-1430 and any additional fees associated that may be due in association with 
the filing of this Brief. 

If for any reason the Office believes a telephone conference would in any way 
expedite resolution of the issues raised in this appeal, the Office is invited to telephone the 
undersigned attorney at (303) 571-4000. 

If for any reason the Office believes a telephone conference would in any way 
expedite resolution of the issues raised in this appeal, the Office is invited to telephone the 
undersigned attorney at (303) 571-4000. 
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Respectfully submitted, 




William J. Daley 
Reg. No. 52,471 



TOWNSEND and TOWNS END and CREW LLP 
Two Embarcadero Center, 8 th Floor 
San Francisco, California 941 1 1-3834 
Tel: 303-571-4000 (Denver) 
Fax: 303-571-4321 (Denver) 
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APPENDIX 

The claims pending in the application are as follows: 

1 . (Original) A method for receiving a program by a user location that is 
sent from a content provider, the method comprising steps of: 

recording at least a first segment of each of a first plurality of programs sent from 
the content provider before any user request for any of the first plurality of programs; 

detecting the user request for one of the first plurality of programs; 

recording at least a second segment of each of a second plurality of programs sent 
from the content provider if the user request is not detected before a stagger period expires; and 

recording the one of the first plurality of programs if the user request is detected 
before the stagger period expires. 

2. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein the stagger period is a time 
duration between beginning the first plurality of programs and the second plurality of programs. 

3 . (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein the content provider is a 
cable television provider. 

4. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein the first plurality of programs 
are multiplexed together in a single datastream. 

5. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein: 

the first plurality of programs is transported with a first transponder, and 
the second plurality of programs is transported with a second transponder. 
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6. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, further comprising a step of playing 
the one of the first plurality of programs. 

7. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein the detecting step comprises 
steps of: 

receiving a wireless request from a remote control; and 
processing the wireless request to determine a desired program. 

8. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 1, wherein the first listed recording step 
comprises a step of recording the first segment on a mass storage device associated with a set top 
box that is proximate to the user location. 

9. (Original) A method for receiving a program by a user location that is 
sent from a remote provider, the method comprising steps of: 

determining if any of a first segment of each of a plurality of programs sent from 
the content provider before any user request for any of the plurality of programs are not already 
stored; 

recording any first segment of each of the plurality of programs that are not 

already stored; 

detecting the user request for one of the plurality of programs; and 
recording a second segment of the one of the plurality of programs in response to 
the detecting step. 

10. (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, further comprising a step of recording 
any remaining segments of the one of the plurality of programs. 
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1 1 . (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, wherein the first segment and the 
second segment are on different digital channels. 

12. (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, wherein the first segment and the 
second segment are on different transponders. 

13. (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, further comprising a step of playing 
the one of the plurality of programs. 

14. (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, wherein the detecting step comprises 
steps of: 

receiving a wireless request from a remote control; and 
processing the wireless request to determine a desired program. 

1 5 . (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 9, wherein the first listed recording step 
comprises a step of recording the first segment on a mass storage device associated with a set top 
box that is proximate to the user location. 

16. (Original) A method for receiving a program by a user location that is 
sent from a remote provider, the method comprising steps of: 

recording at least a segment of each of a first plurality of programs sent from the 
content provider before any user request for any of the first plurality of programs; 

detecting the user request for one of the first plurality of programs; and 
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continuing to record the one of the first plurality of programs beyond a stagger 
period based upon the detecting step. 

1 7. (Original) The method for receiving the program by the user location 
that is sent from the remote provider as recited in claim 16, wherein the stagger period is the time 
between beginning the first plurality of programs and a second plurality of programs. 



that is sent from the remote provider as recited in claim 16, wherein the recording step comprises 
a step of recording the segment on a mass storage device associated with a set top box that is 
proximate to the user location. 



location that is sent from a content provider, the method comprising steps of: 

recording a first segment of the program sent from the content provider before 

any user request for the program; 

detecting the user request for the program; 

recording a second segment of the program if the user request is detected before a 
period expires; and 

discontinuing the recording of the first segment if the user request is not detected 
before the period expires, wherein the period is less than a duration of the program. 

20. (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 19, wherein the detecting step comprises 
a step of detecting the user request for the program during the step of recording the first segment. 

2 1 . (Original) The method for receiving the program by the user location 
that is sent from the content provider as recited in claim 19, wherein the recording steps 
comprise a step of recording on a rotating disk at the user location. 



18. (Original) 



The method for receiving the program by the user location 



1 9 . (Previously Presented) 



A method for receiving a program by a user 
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